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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mohrschladt et al USP 6.316,588 or Mohrschladt et al (USP 6,288,207). 

As discussed in the previous office action, Mohrschladt et al USP 6,316,588 
discloses a continuous process for preparing a polyamide by reacting at least one 
aminonitrile with water in the presence of a catalyst which is a titanium dioxide catalyst 
that anticipates the claimed invention. See abstract; cols, 1-15, the examples and 
claims 1 -8. 

As also discussed in the previous office action, Mohrschladt et al (USP 
6,288,207) discloses a continuous process for producing a polyamide by reacting at 
least one aminonitrile with water comprising reacting the aminonitrile and water in the 
presence of a catalyst selected from titanium dioxide packing elements, etc. See 
abstract; cols, 1-13, the examples and claims 1-9. 

The reference specifically exemplified the titanium catalyst with BET surface area 
of preferably greater than 40 m2/g, however both references expressly teach that 
catalysts with lower BET may be used, but in that case the volume of the catalyst bed 
should be inaeased to maintain the appropriate catalytic activity. See specifically '588. 
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column 6, line 67 to column 7, line 4 and '207, column 5, lines 12-14. Therefore, use 
of catalysts with lower than 40 m2/g BET surface area are within the purview of the 
references (although it is not disclosed as the preferred embodiments), and use of 
catalyst with BET surface area of 35 m2/g as claimed in the instant invention, which is 
only slightly lower than the disclosed preferred embodiment of 40 m2/g, would have 
been obvious in processes where the catalytic activity is not critical or using higher bed 
volume as expressly taught by the reference. Also it maybe used as catalyst with lower 
BET surface area are generally less costly. 

Therefore, in the absence of showing of unexpected results that re fully 
commensurate in scope with the claimed invention and can be clearly attributed to the 
titanium dioxide catalyst surface area, the invention as claimed would have been 
obvious from the disclosure of each of the cited references as discussed above. 

Response to Arguments 

Applicant's arguments with respect to claims 1-9 have been considered but are 
moot in view of the new ground(s) of rejection. 

The outstanding rejection is issued under the provisions of 35 USC 103, rather 
than previous anticipation rejection. Thus, the applicants arguments regarding 
anticipations of each and every element is moot. However, the examiner will reply to 
the arguments insofar as the arguments still are relevant to the newly issued 
obviousness rejection. 

The applicants argue that the references do not expressly disclose the claimed 
catalyst with the claimed BET syrface area of blow 35 m2/g. The examiner agrees that 
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the references do not expressly discloses the specifically claimed surface area 
catalysts, however, as per discussion above, use of such catalyst is within purview of 
the reference and would have been obvious with reasonable expectation of adequate 
results as per expressed teachings of both references. 

The applicants further argue that the object of the present invention is to provide 
a process in which the reduction of catalytic activity of titanium catalyst does not occur 
by using catalyst with lower BET surface area. While some general discussion to that 
effect is found in the specification, there is absolutely not a single evidence on the 
record that, in fact, the catalytic activity of the claimed catalyst is the same as the 
catalyst expressly disclosed in the reference. The applicants further state that the 
applicants found that the process according to the present invention produces polymer 
with lower titanium content. First, the result does not appear to be inexpected as the 
smaller particles tend to incorporate in polymer at greater rate. But even if, arguendo, 
such result is unexpected, the showing of unexpected results is not commensurate in 
scope with the claimed invention. The lower expressly disclosed BET surface area is 
40 m2/g (even in examples it is 46) and not 50 as used in comparative examples of the 
instant application, and also it is compared to the catalyst having lower that the upper 
claimed limit BET surface area, i.e. 30, not 35 m2/g. 

Thus, the showing of alleged unexpected results is not commensurate in scope 
with the claimed invention. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571)272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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